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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under tlie provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 0 Responsive to comnnunication(s) filed on . 

2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [EI Claim(s) 1-17 is/are rejected. 

Claim{s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on llJune 2001 is/are: a)IEI accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Priority 

1 , Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Specification 

2, The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1,4-9, 12 and 13 are rejected under 35 U.S.C. 112. first paragraph, 
because the specification, while being enabling for storage of image data corresponding 
to a set mode, does not reasonably provide enablement for mode setting means. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. 

A single means claim, i.e., where a means recitation does not appear in 
combination with another recited element of means, is subject to an undue breadth 
rejection under 35 U.S.C. 112, first paragraph. In re Hyatt, 708 F,2d 712, 714-715, 218 
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USPQ 195, 197 (Fed. Cir. 1983) (A single means claim which covered every 
conceivable means for achieving the stated purpose was held nonenabling for the 
scope of the claim because the specification disclosed at most only those means known 
to the inventor). When claims depend on a recited property, a fact situation 
comparable to Hyatt is possible, where the claim covers every conceivable structure 
(means) for achieving the stated property (result) while the specification discloses at 
most only those known to the inventor. (MPEP § 2164.08(a)) 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, nnore than one year prior to the date of application for patent in the United 
states. 

6. Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent 5,361,143 (Nakayama et a!.). 

Regarding claims 1-6, Nakayama et al. disclose an image processing apparatus 
comprising mode setting means for setting one of a first mode, in which color image 
data and monochrome image data are stored as document image data in a memory 
medium, and a second mode, in which the monochrome image data is stored as the 
document image data in the memory medium (in multi-color mode, black (monochrome) 
data and color data read and stored (column 4, lines 26-48); in monochromatic mode, 
only black data read and stored (column 4. lines 49-55)); transmission means for 
transmitting, from among the color image data and the monochrome image data stored 
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in the nnemory medium, image data suitable for a destination apparatus (when other 
party is capable of multi-color printing, integrated data and data of each color 
transmitted (column 4, line 67 - column 5, line 3); otherwise, either only integrated data 
or monochromatic data are transmitted (column 5, lines 21-28)); and determining means 
for determining whether a document is one of a color document and a monochrome 
document (judgment of color mode (column 4, lines 26-31 )), wherein, when said 
determining means determines in the first mode that the document is a color document, 
the color image data and the monochrome image data are stored as the document 
image data in the memory medium (storage of both types when multi-color mode is 
judged (column 4, lines 26-48)). A document is scanned as a color image and as a 
monochrome image, in the first mode, and a document is scanned as the monochrome 
image, in the second mode (as mentioned above). Image data for a plurality of 
documents, which are continuously scanned, are stored in the memory medium 
(continuous scanning and storage until last page is reached (column 4, lines 56-61)). 
The memory medium includes a plurality of partitioned image storage regions, and the 
document image data is stored in a designated one of the plurality of image storage 
regions (P file stores integrated data, data for blue color and those for a red color 
(column 4, lines 47-48; Figs. 2-a and 2-b)). 

Regarding claims 7-13, Nakayama et al. disclose an image transmitting 
apparatus comprising mode setting means for setting one of a first mode, in which 
image data in a plurality of formats are stored as document image data in a memory 
medium, and, from among the image data in the plurality of formats, image data in a 
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format suitable for a destination apparatus is transmitted to the destination apparatus, 
and a second mode, in which image data in a single format is stored as the document 
image data in the memory medium, and the image data in the single format stored in 
the memory medium is transmitted to the transmission destination (in multi-color mode, 
black (monochrome) data and color data read and stored (column 4, lines 26-48); in 
monochromatic mode, only black data read and stored (column 4, lines 49-55); when 
other party is capable of multi-color printing, integrated data and data of each color 
transmitted (column 4, line 67 - column 5, line 3); othenA/ise, either only integrated data 
or monochromatic data are transmitted (column 5, lines 21-28)); and determining means 
for determining a format of a document, wherein image data in a format corresponding 
to a determination result obtained by said determining means is stored in the memory 
medium, in the first mode Qudgment of color mode (column 4, lines 26-31 ); storage of 
both types when multi-color mode is judged (column 4, lines 26-48)). A document is 
scanned in the plurality of formats (a color image and a monochrome image) in the first 
mode, and a document is scanned in the single format (a monochrome image) in the 
second mode (as mentioned above). Said determining means determines whether the 
document is one of a color document and a monochrome document (judgment of color 
mode (column 4, lines 26-31)); and when said determining means determines in the first 
mode that the document is a color document, color image data and monochrome image 
data are stored as the document image data in the memory medium (storage of both 
types when multi-color mode is judged (column 4, lines 26-48)). Image data for a 
plurality of documents, which are continuously scanned, are stored in the memory 
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medium (continuous scanning and storage until last page is reached (column 4, lines 
56-61)). The memory medium includes a plurality of partitioned image storage regions, 
and the document image data is stored in a designated one of the plurality of image 
storage regions (P file stores integrated data, data for blue color and those for a red 
color (column 4, lines 47-48; Figs. 2-a and 2-b)). 

Claims 14 and 15 are method claims corresponding to above-rejected apparatus 
claims 1 and 7, respectively. The steps recited in these claims are provided in the 
facsimile apparatus discloses in Nakayama et al., as set forth above. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakayama et al. 

Claims 16 and 17 recite a program storage medium storing a program for 
performing the steps of above-rejected claims 14 and 15, respectively. While 
Nakayama et al. do not disclose a program storage medium, it is generally well known 
to one of ordinary skill in the art that processing steps are commonly stored as a 
program in a memory disk, or the like, to be read by a central processing unit of a 
apparatus, and it would have been obvious to provide a program storage medium in 
Nakayama et al., so as to enable the apparatus to perform the processing steps. 
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9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent 5,392,133 (Nakajima) discloses an apparatus and method for 
transmitting image data in a format adapted to a condition of a destination. 

U.S. Patent 5,485,283 (Kaneko) discloses an image transmitting apparatus for 
transmitting color image data in a color transmitting mode or a monochromatic 
transmitting mode. 

U.S. Patent 5,696,598 (Yoshida et al.) discloses a color image communication 
apparatus capable of accommodating monochrome communication partners. 

U.S. Patent 5,719,686 (Sakamoto et al.) discloses transmission of an entered 
image, in the color mode, without passing memory means, and , in the monochromatic 
mode, after storage once in the memory means. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (703) 305- 
4870. The examiner can normally be reached on Monday-Friday (7:30-5:00), alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (703) 308-7452. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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